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REMARKS 

Petition is hereby made under the provisions of 37 CFR 1 .136(a) for an 
extension of three months of the period for response to the Office Action on this 
case. Authorization to charge the prescribed fee to our Deposit Account if provided 
separately. 

This is a reply to the office action of November 14, 2006. 

The Applicants hereby confirm that election of claims of Group IV, 
namely claims 37, 38, 40 and 43 to 50, drawn to an isolated and purified protein 
which is HMW2 (SEQ ID No:4). The claims withdrawn by the Examiner from 
consideration have been deleted. Such deletion is made without prejudice to 
applicant's right to file one or more divisional or continuation application directed to 
such subject matter. 

The disclosure has been amended on page 1 to reflect the abandoned 
status of Application No. 10/092,880. 

The Examiner's comment concerning priority is noted. 

The Examiner rejected claims 37, 38, 40 and 43 to 50 under 35 USC 
112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant refers as the invention. The 
Examiner raised several issues in this regard. 

The Examiner noted that claim 37 is dependent on a withdrawn/non- 
elected claim. Claim 37 has been amended to remove reference to claim 
dependency. 

The Examiner considered claim 37 to be vague and indefinite because 
it does not describe the invention in the manner sufficient to satisfy the requirement 
of the Statute that the inventive concept be adequately described, with respect to the 
use of the term "HMW". 
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While not agreeing with the Examiner's position, claim 37 has been 
amended to recite HMW2 and the characterizing amino acid sequence and the DNA 
sequence of the encoding nucleic acid molecule. Claim 40 has been consequentially 
deleted. 

The Examiner further indicated it to be unclear what protein is 
encompassed by "any variant or fragment". This phrase has been deleted from claim 
37. 

The Examiner indicated that claim 40 was vague and indefinite with 
respect to the use of the term "derived". Claim 40 has been deleted and the subject 
matter thereof placed in claim 37. The term "derived" does not appear in amended 
claim 37. 

The Examiner considered claim 43 to be vague and indefinite with 
respect to a definition of the term "antigenically related to the filamentous 
hemagglutinin surface protein of Bordetella pertussis". Claim 43 has been deleted. 

The Examiner noted that claims 44, 48 and 50 include non-elected 
species. All these claims have been deleted. 

The Examiner considered claim 45 to be vague and indefinite. Claim 45 
has been deleted. 

The Examiner considered claim 50 to be vague and indefinite on the 
basis that it refers to an amount of amino acid located in a terminus of a protein, but 
provides no sequence identifier which places the recited epitope in relation to the 
entire protein. Claim 50 has been deleted. 

Having regard to the above, it is submitted that the claims can no 
longer be considered to be indefinite and hence the rejection of claims 37, 38, 40 
and 43 to 50, to the extent such claims remain in the application, should be 
withdrawn. 
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The Examiner rejected claims 38 and 49 under 35 USC 112, first 
paragraph, as failing to comply with the enablement requirement with respect to the 
monoclonal antibodies AD6 and 10C5. Claims 38 and 49 have been deleted, thereby 
rendering the rejection moot. 

The Examiner rejected claims 37, 38, 40 and 43 to 50 under 35 USC 
1 1 2, first paragraph as failing to comply with the enablement requirement. In this 
regard, the Examiner indicated that, while enabling for an isolated and purified high 
molecular weight protein HMW2, which is encoded by a nucleotide sequence set 
forth in SEQ ID No:3 and which has the amino acid sequence set forth in SEQ ID 
No:4 as well as conjugates comprising this protein linked to an antigen, hapten or 
polysaccharide, does not reasonably provide enablement for the breadth of the other 
claims. As noted above, claim 37 has been limited to HMW2 and the amino acid and 
nucleic acid sequences. 

The Examiner indicated that breadth of the claims contains protein and 
peptide other than what is specified in the sequence disclosure, referring to 
"variants". As noted above, claim 37 has been amended to remove reference to 
variants. 

Accordingly, it is submitted that the claims as amended are fully 
enabled and hence the rejection of claims 37, 38, 40 and 43 to 50, insofar as they 
remain in the application and in their amended form, under 35 USC 1 1 2, first 
paragraph, should be withdrawn. 

The Examiner rejected claims 37, 38, 40, 43, 44 and 47 to 50 under 35 
USC 102(b) as being anticipated by Barenkamp et al, Abstract 983 or Barenkamp et 
al, Abstract 985. 

As the Examiner states, these references describe high molecule 
weight outer membrane protein of non-typeable Haemophilus. The Examiner asserts 
that the 125 kDa protein mentioned is the same as the HMW2 protein claimed. It is 
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submitted that there is no information contained in the abstracts (without the 
hindsight of the present invention) which would associate the proteins described in 
these references with the subject matter claimed. 

Accordingly, it is submitted that claims 37, 38, 40, 43, 44 and 47 to 50 
insofar as they remain in the application and in their amended form, are not open to 
rejection under 35 USC 102(b) as being anticipated by Barenkamp et al, Abstract 
983 or Barenkamp et al, Abstract 985, and hence the rejection should be withdrawn. 

The Examiner rejected claims 37, 38, 40 and 43 to 50 under 35 USC 
102(b) as being anticipated by Barenkamp et al, WO 90/21290. 

The amino acid sequence and the nucleic acid sequence encoding the 
amino acid sequence for the HMW2 protein were contained at least as early as in 
the PCT Application No. PCT/US93/02166 filed March 16, 1993. The cited reference 
has its earliest priority date as also March 16, 1993. The reference is not recitable 
prior art. 

Accordingly, it is submitted that claims 37, 38, 40 and 43 to 50, insofar 
as they remain in the application and in their amended form, are not open to 
rejection under 35 USC 102(b) as being anticipated by Barenkamp et al 
WO 94/21290 and hence the rejection should be withdrawn. 

It is submitted that the reference is not citable prior art under any 
section of 35 USC 102. As the Examiner has noted, this application is a continuation 
of Application No. 10/092,886 which is a continuation of Application No. 09/155,614 
which is a 371 of PCT/US97/04707 which claims priority from US application 
08/617,697 which is a cip of US application 08/302,832 which is a 371 of 
PCT/US93/02166 filed March 16, 1993 which claims priority from GB 9205704. 

The Examiner rejected claims 37, 38, 43, 44 and 47 to 50 under 35 
USC 102(a) as being anticipated by Barenkamp et al, Pediate, Inf. Dis. 9:333-337, 
1990. As neither the Barenkamp abstracts cited and discussed above, there is no 
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disclosure of the Barenkamp et al reference which correlates with the HMW2 protein 
claimed in claim 37. Accordingly, the rejection should be withdrawn. 

The Examiner rejected claims 37, 38, 40 and 43 to 50 under 35 USC 
102(e) as being anticipated by Barenkamp et al, US 5,869,065 or Barenkamp et al, 
US 5,549,897. 

As noted above, applicant's pending claims are entitled to a priority 
date in at least as early as March 16, 1993. Barenkamp et al, US 5,549,897 has a 
filing date of March 1 6, 1 993. The Barenkamp et al US 5,869,065 has a PCT filing 
date of March 15, 1994. While this information does not appear on the face of the 
document, this PCT filing claims priority from US 08/038,082 filed March 16, 1993. 

Accordingly, neither reference is citable prior art under any section of 
35 USC 102 and hence the rejection of claims 37, 38, 40 and 43 to 50, insofar as 
they remain in the application and in their amended form, under 35 USC 102(e) as 
being anticipated by Barenkamp et al US Patents Nos. 5,869,065 or 5,549,897, 
should be withdrawn. 

The Examiner rejected claims 37, 38, 40, 43 and 44 on the ground of 
non-statutory obviousness-type double patenting and being unpatentable over claims 
1 to 3 of US Patent No. 5,459,897. 

This patent has been discussed above and been demonstrated to be 
non-citable prior art. It is submitted that, to qualify as a reference for a rejection of 
obviousness-type double patenting, the reference must otherwise be citable under 
35 USC 102. Since this is not the case, it is submitted that the rejection is not 
sustainable and should be withdrawn. 

The Examiner rejected claims 5, 7, 12 and 13 with the judicially-created 
doctrine of obviousness-type double patenting as being unpatentable over 
unidentified claims of US Patent No. 5,869,065. There are no claims 5, 7, 12 and 13 
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pending in this application. In any event, as noted above, US Patent No. 5,869,065 is 
not citable prior art under any part of 35 USC 1 02. 

The Examiner rejected claims 45 and 46 under the judicially-created 
doctrine of obviousness-type double patenting as being unpatentable over 
unidentified claims of US Patent No. 5,876,733. Claims 45 and 46 have been 
deleted, thereby obviating the rejection. 

It is believed that this application is now in condition for allowance and 
early and favourable consideration and allowance are respectfully solicited. 

Respectfully submitted, 
/Charles Fallow/ 



Charles W. Fallow, Reg. No. 28,946 



